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REMARKS/ARGUMENTS 

Claims 1-9 stand rejected in the outstanding Official Action. Claims 1 and 9 have been 
amended and therefore claims 1-9 remain in this application. 

The Examiner's acknowledgment of Applicants' claim for priority and receipt of the 
certified copy of the priority document is very much appreciated. Additionally, the Examiner's 
consideration of the references in Applicants' previously submitted Information Disclosure 
Statement is appreciated. 

Clam 2 stands rejected under 35 USC §112 (first paragraph) as allegedly failing to 
comply with the enablement requirement. The Examiner sets out contradictory rationale for this 
rejection. In the penultimate sentence, he states that the phrase "infrared reject filter" is "not 
adequately described in the specification to allow one of ordinary skill in the art to understand 
what an 'infrared reject filter' is or does." In the immediately following sentence, the Examiner 
then admits that the PTO "construes this term to mean a reflector, which reflects infrared 
radiation, and this element is read upon by the cited reference in the rejection under 35 U.S.C. 
102 as described below." Either the phrase is not adequately described in the specification or, as 
the Examiner subsequently contends, it is sufficiently described and sufficiently well known to 
the Examiner (and presumably those of ordinary skill in the art) to be one which reflects infrared 
radiation. 

As a result of the above contradiction, the Examiner's basis for alleging that an "infrared 
reject filter" is not enabled by Applicants' specification description is respectfully traversed. 
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Moreover, Applicants note that the infrared reject filter is discussed throughout 
Applicants' specification, e.g., on page 2, lines 14-16 and lines 28-30, page 3, lines 20-25 and 
page 4, lines 16-19 and 22-25, as well as elsewhere in the application. 

Importantly, Applicants' specification states on page 3, lines 22-23, that "such filters are 
commercially available" in reference to the infrared reject filter 12 which is described and 
disclosed in Applicants' specification and figures. 

There is no requirement under 35 USC §112 (first paragraph) that an applicant must 
describe every structure so that even those persons without ordinary skill in the art can practice 
the claimed invention. The standard is whether those of ordinary skill in the art are sufficiently 
enabled to practice the invention without undue experimentation in view of the disclosure. 
Applicants' statement that such "infrared reject filters" are "commercially available" is an 
indication that these filters are well known to those of ordinary skill in the art. 

The Examiner has provided no evidence to indicate that such filters are unknown to those 
of ordinary skill in the art. A simple Google search of the internet using the phrase "infrared 
reject filter" will turn up over 200,000 hits. Determining the precise filter to use in a particular 
application of the present invention may well depend upon the wavelength of infrared light 
emitted by the light source, the wavelength of infrared light to which the light cover might be 
susceptible and other factors which are all within the ambit of reasonable "experimentation" 
which is envisioned by 35 USC §112. 

Accordingly, there is simply no support for the Examiner's contention that the phrase 
"infrared reject filter" is not sufficiently disclosed so as to enable one of ordinary skill in the art 
to practice the clamed invention and any further rejection thereunder is respectfully traversed. 
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Claims 1-4, 7 and 9 stand rejected under 35 USC §102 as being anticipated by Seitz (U.S. 
Patent 3,255,342). The Court of Appeals for the Federal Circuit has noted in the case of 
Lindemann Maschinenfabrik GMBH v. American Hoist & Derrick, 221 USPQ 481, 485 (Fed. Cir. 
1984) that "[anticipation requires the presence in a single prior art reference disclosure of each and 
every element of the claimed invention, arranged as in the claim." 

Applicants' independent claims 1 and 9 require the reflective element to be "arranged" (in 
the previous language of claims 1 and 9) or "angled with respect to said light cover" (in amended 
claims 1 and 9) for reflecting "a portion of said emitted radiation away from said light cover and 
substantially away from said light source." Thus, in order to anticipate former claims 1 or 9 or 
amended claims 1 or 9, it is incumbent upon the Examiner to establish how or where the Seitz 
reference discloses the recited components, i.e., a light source, a light cover and a reflective 
element, where the reflective element reflects a portion of the infrared radiation away from both 
the light cover and the light source . As will be seen, this interrelationship is clearly missing in 
the Seitz arrangement. 

The Examiner correctly notes that Seitz discloses a light source. The Examiner contends 
that items 6 and 7 are "a cover or shielding means." While the Examiner uses the claim language 
"means," Applicants' claims do not contain such language and it is difficult to understand what 
the Examiner's intention is using such language. However, Applicants believe the Examiner 
intended to merely state that items 6 and 7 were a "cover or shield." Even so, since Applicants' 
claims do not use the term "shield" either, Applicants interpret the Office Action and understand 
that the Examiner intended item 6 to be analogous to the claimed "light cover." 
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Item 6, while being a planar structure in front of the light source 2, certainly does not 
"cover" the light in the traditional sense of a "light cover." However, assuming for the purpose 
of argument that item 6 does meet Applicants 1 claim language of "a light cover," the Examiner 
goes on to suggest that the "mirror plated hemispherical portion 3" of the light source comprises 
Applicants 1 claimed "reflective element" as set out in independent claims 1 and 9. 

Applicants assume that the Examiner's reference to light source 2 in reality is a reference 
to the light generating filament contained inside the light bulb 2. Otherwise, if item 2 is the light 
source, the "mirror plated hemispherical portion 3" is a part of the light source and is not a 
separate structure. 

The arrow in Figures 1 and 3 of Seitz show that light is emitted from a filament located in 
the center or focal point of the bulb 2 and therefore IR radiation from that center point is 
reflected by the "mirror plated hemispherical portion 3." As shown in the arrows of Figures 1 
and 3, this infrared radiation is reflected out of the light bulb 2 where there is no mirror plated 
hemispherical portion 3. However, in the "mirror plated hemispherical portion 3," IR radiation 
is reflected directly back to the light source (because the light source filament is located at the 
focus of the "mirror plated hemispherical portion 3"). 

Thus, while the mirror plated hemispherical portion 3 does appear to reflect IR radiation 
away from "cover" 6, it is reflected directly back to the light source 2, i.e., the filament at the 
focus of the bulb. 

Thus, while Seitz teaches reflecting infrared radiation away from the "cover" 6, it does 
not teach reflecting the radiation "away from the light source 2" as the Examiner contends and as 
the claims require. In fact, as noted above, Seitz teaches the direct opposite of the claimed 
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interrelationship (of reflecting the IR "away from the light source") and, instead, reflects infrared 
radiation back to the light source or filament contained in bulb 2. 

Thus, the last line of the Examiner's rejection under §102 (last line of the first paragraph 
on page 3 of the Official Action), is actually incorrect because in Seitz, the mirror plated 
hemispherical portion 3, instead of reflecting light away from the light source, actually teaches 
reflecting light directly back to the filament in the light source 2. As a result, Seitz actually 
"teaches away" from Applicants' invention as set out in original claims 1 and 9 and as set out in 
amended claims 1 and 9 (both claims have the same language "a portion of said emitted infrared 
radiation away from said light cover and substantially away from said light source"). 
Accordingly, Seitz fails to anticipate or render obvious the subject matter of Applicants' 
independent claims 1 and 9 and claims dependent thereon. 

Claims 5 and 8 stand rejected under 35 USC §103 as unpatentable over Seitz in view of 
Carlson (U.S. Patent 4,495,549). To the extent that claims 5 and 8 ultimately depend from 
claim 1, the above comments distinguishing Seitz from the subject matter of claim are herein 
incorporated by reference. Moreover, because the Examiner does not contend that Carlson 
discloses reflecting infrared radiation away from the light source and because this is feature 
clearly missing from the Seitz reference, even if Seitz and Carlson were combined, they would 
not disclose this claimed feature of independent claims 1 and 9. 

Finally, the Examiner does not provide any "reason" or "motivation" for combining the 
Seitz and Carlson references. His conclusion that "it would be obvious to one of ordinary skill in 
the art to modify the shielding member of Seitz with a polycarbonate material for an aircraft 
lighting system as disclosed by Carlson" is a conclusion without support. The Court of Appeals 
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for the Federal Circuit has consistently held that the burden is on the Examiner to show some 
"reason" or "motivation" for combining references in order to establish a prima facie case of 
obviousness under §103. The Examiner has clearly failed to set out such a case in the present 
rejection. 

Moreover, because the Seitz reference teaches that its "mirror-plated hemispherical 
portion 3" reflects infrared radiation directly back to the light source, it "teaches away" from 
Applicants' claimed invention. A reference teaching away from the claimed invention is an 
indicia of non-obviousness. 

As a result of the above, (a) neither Seitz nor Carlson teach the feature of reflecting IR 
radiation away from the light source, (b) the Examiner has failed to provide any reason or 
motivation for combining the references and (c) Seitz actually would lead one of ordinary skill in 
the art away from Applicants' claimed combination. As a result, there is simply no basis for 
rejection of claims 5 and 8 under 35 USC §103 over the Seitz/Carlson combination and any 
further rejection thereunder is respectfully traversed. 

Claim 6 stands rejected under 35 USC §103 as being unpatentable over Seitz in view of 
Schmidt (U.S. Patent 6,482,281). Inasmuch as claim 6 ultimately depends from claim 1, the 
above comments with respect to the Seitz reference are herein incorporated by reference. The 
Examiner does not allege that Schmidt teaches the feature missing from Seitz, i.e., a structure 
which reflects infrared radiation away from the light source. Thus, neither Seitz nor Schmidt 
contain this teaching set out in Applicants' independent claim 1 and even if these references were 
combined, they would not disclose or render obvious the subject matter of Applicants' 
independent claim 1 . 
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Additionally, the burden is on the Examiner to show some "reason" or "motivation" for 
combining the Seitz and Schmidt references, and, other than the Examiner's conclusory 
statement "it would be obvious . . . "), there is no disclosed "reason" or "motivation" for 
combining these two references. Finally, as noted above, the Seitz reference clearly teaches 
away from Applicants' claim 1 invention by suggesting that infrared radiation be directed back 
directly towards the light source. This "teaching away" from the claimed invention is another 
indicia of non-obviousness. 

Accordingly, because (a) neither Seitz nor Schmidt teach all of the claimed limitations in 
Applicants' independent claim 1, (b) the Examiner has provided no motivation or reason for 
combining these references and (c) because Seitz teaches away from Applicants' claimed 
combination of elements, there is simply no basis for a rejection of claim 6 under 35 USC §103 
and any further rejection thereunder is respectfully traversed. 

Having responded to all objections and rejections set forth in the outstanding Official 
Action, it is submitted that claims 1-9 as amended are in condition for allowance and notice to 
that effect is respectfully solicited. In the event the Examiner is of the opinion that a brief 
telephone or personal interview will facilitate allowance of one or more of the above claims, he 
is respectfully requested to contact Applicants 1 undersigned representative. 
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Respectfully submitted, 




SCS:kmm 

901 North Glebe Road, 1 1th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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